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DETAILED ACTION 

Response to Amendment 

1 . This action is in response to the amendment filed January 5, 2009. 

Claims 1, 9 and 12 were amended and claims 2-3, 5 and 7 were cancelled rendering 
claims 1, 4, 6 and 8-28 pending. 



Claim Rejections - 35 USC § 102(b) 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

3. Claims 1,4,6 and 8-28 are rejected under 35 U.S.C. 1 02(b) as being anticipated 
by Takahashi et al (U.S. 6,013,363). 

Takahashi discloses a microporous thermoplastic resin film comprising 
thermoplastic resin films provided on both sides of a core layer (column 2, lines 54-65) 
where a black solid print layer having a thickness of 1 urn to 5um is formed on the back 
of the microporous resin film by offset or gravure printing to form an opacifying layer 
(light shielding layer) (column 8, lines 54-65) which comprises the thermoplastic resin 
films. 
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Applicant defines a light shielding layer as being formed by a color print layer 
such as a black solid print layer having a thickness of from 1 to 5 micrometers on the 
back face of a thermoplastic resin film in a mode of offset printing or gravure printing, 
where a dot ratio of the print is varied to fall between 5 and 70%, the total transmittance 
through the light part of the film is preferably from 5 to 12 percent and the dark part may 
be at least 90% and the light part may be at most 10% (paragraphs 0060-0064 of the 
instant specification) which renders the black solid print layer having a thickness of 1 urn 
to 5um which is formed on the back of the thermoplastic microporous resin film of 
Takahashi as being a light shielding layer having a dot ratio of from 5 to 70 percent, a 
total light transmittance through the light part of the shaded area as being from 5 to 12 
percent and the proportion of the dark part of the shaded area is at least 90 percent and 
that of the light part is at most 10 percent. 

Because Takahashi discloses a light shielding layer with a thermoplastic resin 
film on both sides of the light shielding layer formed by offset or gravure printing, it is 
inherent for the layer to be shaded, which is invisible by reflected light and visible by 
transmitting light. The claiming of a new use, new function or unknown property which is 
inherently present in the prior art does not necessarily make the claim patentable. In re 
Best, 562 F.2d 1252, 1254, 195 USPQ430, 433 (CCPA 1977). Mere recitation of a 
newly-discovered function or property, inherently possessed by things in prior art, does 
not cause claim drawn to those things to distinguish over prior art. Additionally, 
anticipation by a prior art reference does not require that the reference recognize the 
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inherent properties that may be possessed by the prior art reference. See Verdegaal 
Bros., Inc. v. Union Oil Co., 814 F.2d 628, 633 (Fed. Cir.) (1987), as in claims 1, 4, 6, 9. 

In claim 1, the phrase, "for forgery prevention" is an intended use. A recitation of 
the intended use of the claimed invention must result in a structural difference between 
the claimed invention and the prior art in order to patentably distinguish the claimed 
invention from the prior art. If the prior art structure is capable of performing the 
intended use, then it meets the claim. In a claim drawn to a process of making, the 
intended use must result in a manipulative difference as compared to the prior art. See 
In re Casey, 152 USPQ 235 (CCPA 1967) and In re Otto, 136 USPQ 458, 459 (CCPA 
1963). 

Concerning claim 8, the total light transmittance of the material is 0 percent 
(column 8 , lines 54-65). 

Concerning claim 10, the print layer can comprise titanium oxide (column 8, lines 
54-65) where the titanium is considered to be a magnetic material. 

Concerning claim 1 1 , the light shielding layer can be formed by applying from 2 
to 10g/m 2 of an adhesive that contains from 5 to 75 weight percent of white filler 
(column 8, lines 54-65). 

Concerning claim 12, vapor deposited aluminum can be applied to one of the 
thermoplastic films (column 5, line 63 through column 6, line 4). 

Concerning claims 13-14, the thermoplastic film has a multilayer structure where 
an additional thermoplastic layer can be laminated on the surface of the first 
thermoplastic layer (column 2, line 45 through column 3, line 6). 
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Concerning claims 15-16, the thermoplastic resins used in the invention can be 
polyethylene terephthalate (column 4, lines 21-25). 

Concerning claims 17-18, the outermost surface of the thermoplastic film is 
printed (column 2, lines 1 -9) where it is inherent for the toner to be either dry or liquid, 
which is applied to the outermost surface. 

Concerning claim 19, the film can be laminated with an additional heat sealable 
layer (column 4, lines 62-67). 

Concerning claim 20, a material (column 1, lines 4-7) comprises the 
film of claim 1. 

Concerning claims 21-28, Takahashi shows a laminated sheet or structure 
(Figure 2) which is interpreted as having the form of a card, security, certificate, bill, 
ticket, check, license or label. 

In all of the above mentioned claims, the instant invention includes the preamble 
language of, "a forgery-preventing film'". Although the instant preamble has been 
considered, a preamble is generally not accorded any patentable weight where it merely 
recites the purpose of a process or the intended use of a structure, and where the body 
of the claim does not depend on the preamble for completeness but, instead, the 
process steps or structural limitations are able to stand alone. See In re Hirao, 535 F.2d 
67, 190 USPQ 15 (CCPA 1976) and Kropa v. Robie, 187 F.2d 150, 152, 88 USPQ 478, 
481 (CCPA 1951). In the instant case, the preamble merely recites the intended use of 
a structure, and the body of the claim is able to stand alone; therefore, although the 
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preamble has been considered, the preamble language has not been accorded 
patentable weight. 

Response to Arguments 



4. The rejection made under 35 U.S.C. 1 1 2, second paragraph, is withdrawn due to 
Applicant amending claims 9 and 12 to particularly point out and distinctly claim the 
subject matter which applicant regards as the invention 

The rejection made under 35 U.S.C. 1 02(b) as being anticipated by Akao (U.S. 
4,469,741) is withdrawn due to Applicant amending claim 1 to include the limitations of 
cancelled claim 5, which was not met by the rejection. 

The rejection made under 35 U.S.C. 103(a) as being unpatentable over Akao 
(U.S. 4,469,741 ) is withdrawn due to the reference not meeting the limitation of a 
forgery-preventing area having a dot ratio of from 5 to 70 percent. 

The rejection made under 35 U.S.C. 102(b) as being anticipated by Akao (U.S. 
4,653,640) is withdrawn due to Applicant amending claim 1 to include the limitations of 
cancelled claim 5, which was not met by the rejection. 

The rejection made under 35 U.S.C. 103(a) as being unpatentable over Akao 
(U.S. 4,653,640) is withdrawn due to the reference not meeting the limitation of a 
forgery-preventing area having a dot ratio of from 5 to 70 percent. 

The rejection made under 35 U.S.C. 102(b) as being anticipated by Akao (U.S. 
4,661,401) is withdrawn due to Applicant amending claim 1 to include the limitations of 
cancelled claim 5, which was not met by the rejection. 
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The rejection made under 35 U.S.C. 103(a) as being unpatentable over Akao 
(U.S. 4,661 ,401 ) is withdrawn due to the reference not meeting the limitation of a 
forgery-preventing area having a dot ratio of from 5 to 70 percent. 

Conclusion 

5. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Lawrence Ferguson whose telephone number is 571- 
272-1522. The examiner can normally be reached on Monday through Friday 9:00 AM 
-5:30PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David Sample, can be reached on 571-272-1376. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
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Status information for unpublished applications is available through Private PAIR 
only. For more information about the PAIR system, see http://pair-direct.uspto.gov. 
Should you have questions on access to the Private PAIR system, contact the 
Electronic Business Center (EBC) at 866-217-9197 (toll-free). 



/Lawrence Ferguson/ 

Patent Examiner, Art Unit 1794 

/David R. Sample/ 

Supervisory Patent Examiner, Art Unit 1794 



